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DETAILED ACTION 

1. This office action is in response to "Processing Business Reply Mail". 
Claims 1-31 are pending in the application. 

Information Disclosure Statement 

2. The examiner considered the Information Disclosure Statement that 
was filed on June 17, 2004. 

Claim Rejections - 35 USC §101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, 
or composition of matter, or any new and useful improvement thereof, may 
obtain a patent therefor, subject to the conditions and requirements of this title. 

3. Claims 1-2, 5, 7,9-10 are rejected under 35 U.S.C. 101 because the 
claimed invention is directed to non-statutory subject matter. The 
claimed invention is not within the technological arts. 

4. The basis of this rejection is set forth in a two-prong test of: 

(1) whether the invention is within the technological arts; and 

(2) whether the invention produces a useful, concrete, and tangible 
result. 

For a claimed invention to be statutory, the claimed invention must be 
within the technological arts. Mere ideas in the abstract (i.e., abstract idea, 
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law of nature, natural phenomena) that do not apply, involve, use, or 
advance the technological arts fail to promote the "progress of science and 
the useful arts" (i.e., the physical sciences as opposed to social sciences, for 
example) and therefore are found to be non-statutory subject matter. A 
claim limited to a machine or manufacture which has practical application in 
the technological arts is statutory. In most cases, a claim to a specific 
machine or manufacture will have practical application in the technological 
arts. See MPEP 2106, 2100-14 (quoting In re Alappat, 33 F.3d at 1544, 31 
USQ2d at 1557). Additionally, for subject matter to be statutory, the claimed 
process must be limited to a practical application of the abstract idea or 
mathematical algorithm in the technological arts. See In re Alappat 33 F.3d 
at 1543, 31 USPQ2d at 1556-57 (quoting Diamond V. Diehr, 450 U.S. at 192, 
209 USPQ at 10). For a process claim to pass muster, the recited process 
must somehow apply, involve, use, or advance the technological arts. See In 
re Musgrave, 431 F.2d 882, 167 USPQ 280 (CCPA 1970). 

In the present case, claims 1-2, 5, 7, 9-10 only recites an abstract 
idea. The recited steps of merely obtaining information about a customer 
and an insurance policy and performing a mathematical analysis to 
determine the best insurance policy does not apply, involve, use, or advance 
the technological arts since all of the recited steps can be performed in the 
mind of the user or by use of a pencil and paper. These steps only constitute 
an idea of how to select an insurance policy over another. 

As to technological arts recited in the preamble, mere recitation in the 
preamble (i.e., intended or field of use) or mere implication of employing a 
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machine or article of manufacture to perform some or all of the recited steps 
does not confer statutory subject matter to an otherwise abstract idea unless 
there is positive recitation in the claim as a whole to breathe life and 
meaning into the preamble. In the present case, none of the recited steps 
are directed to anything in the technological arts as explained above with the 
exception of the recitation in the preamble that the method is 
"computerized". Looking at the claim as a whole, nothing the body of the 
claim recites any structure or functionality to suggest that a computer 
performs the recited steps. Therefore, the preamble is taken to merely recite 
a field of use. 

Additionally, for a claimed invention to be statutory, the claimed 
invention must produce a useful, concrete, and tangible result. An invention, 
which is eligible or patenting under 35 U.S.C. 101, is in the "useful arts' 7 
when it is a machine, manufacture, process or composition of matter, which 
produces a concrete, tangible, and useful result. The fundamental test for 
patent eligibility is thus to determine whether the claimed invention produces 
a "use, concrete and tangible result". See AT&T v. Excel Communications 
Inc., 172 F.3d at 1358, 50 USPQ2dat 1452 and State Street Bank & Trust Co. 
v. Signature Financial Group, Inc., 149 F.3d at 1373, 47 USPQ2d at 1601 
(Fed. Cir. 1998). The test for practical application as applied by the 
examiner involves the determination of the following factors' 7 

(a) "Useful" - The Supreme Court in Diamond v. Diehr requires that 
the examiner look at the claimed invention as a whole and compare 
any asserted utility with the claimed invention to determine 
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whether the asserted utility is accomplished. Applying utility case 
law the examiner will note that: 

i. the utility need not be expressly recited in the claims, rather 
it may be inferred. 

ii. if the utility is not asserted in the written description, then it 
must be well established. 

(b) "Tangible" - Applying In re Warmerdam, 33 F.3d 1354, 31 USPQ2d 
1754 (Fed. Cir. 1994), the examiner will determine whether there 
is simply a mathematical construct claimed, such as a disembodied 
data structure and method of making it. If so, the claim involves 
no more than a manipulation of an abstract idea and therefore, is 
nonstatutory under 35 U.S.C. 101. In Warmerdam the abstract 
idea of a data structure became capable of producing a useful 
result when it was fixed in a tangible medium, which enabled its 
functionality to be realized. 

(c) "Concrete" - Another consideration is whether the invention 
produces a "concrete" result. Usually, this question arises when a 
result cannot be assured. An appropriate rejection under 35 U.S.C. 
101 should be accompanied by a lack of enablement rejection, 
because the invention cannot operate as intended without undue 
experimentation. 

In the present case, the claimed invention produces scores for various 
policies (i.e., repeatable) used in determining and selecting the best 
insurance policy (i.e., useful and tangible). 
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Although the recited process produces a useful, concrete, and tangible 
result, since the claimed invention, as a whole, is not within the technological 
arts as explained above, claim 1 is deemed to be directed to non-statutory 
subject matter. 

5. In the present application, Claims 1-2, 5, 7 and 9-10 display no type 
of manipulation or calculation of data. The claims distinctly describe a 
process and method in which can be done manually without any type of 
technology device. In this particular case the claims are broad enough in 
which one can read it on a level of simply reading information from a mail 
piece'and then sending some type of acknowledgment stating that it was 
received. 

Claim Rejections - 35 USC §102 

The following is a quotation of the appropriate paragraphs of 35 
U.S.C. 102 that form the basis for the rejections under this 
section made in this Office action: 
A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under 
section 122(b), by another filed in the United States before the invention by the 
applicant for patent or (2) a patent granted on an application for patent by 
another filed in the United States before the invention by the applicant for patent, 
except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed 
in the United States only if the international application designated the United 
States and was published under Article 21(2) of such treaty in the English 
language. 
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6. Claims 1-10, and 21-31 are rejected under 35 

U.S.C. 102(b) as being anticipated by Martin Connelly et al. (US Patent 

6,459,953) hereinafter referenced as Connelly. 

As Per Claim 1: 

Connelly discloses a method of processing business reply mail (Col. 1, 
lines 55-57; business reply mail processing system and method), comprising 
acts of: 

receiving a stream of mail pieces that includes at least one business 
reply mail piece and at least one non-business reply mail piece (Col.l, lines 
57-59, processing business reply mail data structure for use in processing 
business reply mail); 

automatically identifying the at least one business reply mail piece in 
the stream of mail pieces, (col.l, lines 59-60, organizing information 
associated with different mail campaigns into respective job data sets); and 

in response to the act of identifying the at least one business reply 
mail piece, automatically reading information on the at least one business 
reply mail piece, (col.l, lines 60-62; using the job data sets to process the 
business reply mail pieces). 

As Per Claim 2: 

Connelly discloses method a wherein the act of automatically 
identifying the business reply mail piece further comprises an act of (col.l, 
lines 59-60, organized information associated): 
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distinguishing the at least one business reply mail piece (BRMP) from 
the at least one non business reply mail piece (col.l, lines 59-60, organized 
information associated with different mail campaigns into respective job data 
sets and using the job data sets to process the business reply mail pieces). 

As Per Claim 3: 

Connelly discloses a method wherein the act of automatically reading 
information on the at least one business reply mail piece further comprises 
acts of (col.l, lines 64-67, business reply mail processing system includes a 
scanner module): 

capturing at least one image [fig. 4(166b), image], of the at least one 
business reply mail piece; (col.l, lines 64-67, scanner module) and 

processing the at least one image to convert the information on the at 
least one business reply mail piece into electronic form (col.l, lines 65-67, 
reply mail processing includes control module in operative communication 
with the scanner module). 

As Per Claim 4: 

Connelly discloses a method wherein the act of automatically reading 
information (col. 2, lines 4-5, reading the job ID code) on the at least one 
business reply mail piece further comprises an act of: 

reading a barcode on the at least one business reply mail piece (col. 2, 
lines 1-2, includes a job's ID code). 
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As Per Claim 5: 

Connelly discloses a method wherein the at least one business reply 
mail piece (BRMP) is addressed to an intended recipient and the method 
further comprises an act of: 

discarding the at least one business reply mail piece without delivering 
the at least one business reply piece to the intended recipient (col. 2, lines 5- 
10, the data from the mail job database corresponds to the job ID code 
control the module using the processing data to read data from the business 
reply mail pieces). 

As Per Claim 6: 

Connelly discloses a method further comprising an act of: 
storing the information in electronic form, [fig. 5 (506), scan and image; 
fig. 5, stored record]. 

As Per Claim 7: 

Connelly discloses a method wherein the business reply mail piece 
(BRMP) is associated with an originating entity and the method further 
comprises an act of: * 

receiving the information at the originating entity, (col. 3, lines 35-37; 
the mail pieces received at a central location are part of different mail 
campaigns). 



As Per Claims 8: 
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Connelly discloses a method wherein the act of sending the 
information to the originating entity further comprises an act of sending 
(advanced) the information to the originating entity in electronic form, (Col. 
3, lines 42-44, mail pieces are advanced along the path of travel through 
modules of the processing systems). 

As Per Claim 9: 

Connelly discloses a method wherein the acts of receiving, 
automatically identifying, and automatically reading are performed at a mail 
processing facility, (col. 2, lines 1-5, includes a job's ID code, the scanning 
module used for reading the job ID code). 

As Per Claim 10: 

Connelly discloses a method wherein the information includes a return 
address of a sender of the at least one business reply mail piece and a 
request for additional materials, and wherein the method further comprises 
act of: 

identifying the request for additional materials; and in response to 
identifying the request, sending the additional materials from the mail 
processing facility to the sender, (col. 3, lines 45-51, both sides of the mail 
piece may be scanned and col. 3, lines 56-60, collecting mail that has to be 
process). 



As Per Claim 21: 
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Connelly discloses a method wherein sorting apparatus comprising 
(Col.l, lines 63-65, transport module feeds business reply mail in a path of 
travel): 

at least one feeder unit that receives a stream of mail pieces that 
includes at least one business reply mail piece and at least one non-business 
reply mail piece; and at least one controller that (fig. 2, element 18; contains 
class of mail): 

automatically identifies the at least one business reply mail piece in 
the stream of mail pieces;(fig.2, element 18; contains class of mail): 
and 

in response to identifying the at least one business reply mail piece, 
automatically reads information on the at least one business reply mail piece, 
[fig. 2, (18,19, 20), contains the class of mail, name of county, post office 
that issued it). 

As Per Claim 22: 

Connelly discloses a method wherein the at least one controller: 
distinguishes the at least one business reply mail piece from the at least one 
non-business reply mail piece, (col. 3, lines 44-50, includes a plurality for 
output bins for collecting the mail pieces that have been processed). 

As Per Claim 23: 

Connelly discloses a method wherein the sorting apparatus includes at 
least one camera that captures at least one image of the at least one 
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business reply mail piece and wherein the at least one controller processes 
the at least one image to convert the information on the at least one 
business reply mail piece into electronic form (Col. 3, lines 44-47, scanner 
module is positioned adjacent to the path of travel so that mail pieces may 
be scanned and or imaged). 

As Per Claim 24: 

Connelly discloses a method wherein the act sorting apparatus further 
comprises a barcode reader that reads a barcode on the at least one 
business reply mail piece (col. 2, lines 1-5; scanner module where the 
business reply mail piece includes a job ID code and filed data). 

As Per Claim 25: 

Connelly discloses a method wherein the sorting apparatus further 
comprises at least one output bin that receives mail pieces to be discarded, 
and wherein the at least one controller routes the at least one business reply 
mail piece to the at least one output bin, (col.3, lines 57-67, includes output 
bins fir collecting the mail pieces that have been processed and out sort bin 
for that cont be processed). 

As Per Claim 26: 

Connelly discloses a method wherein the at least one controller stores 
the information in electronic form, (fig 5, element 512; store record). 
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As Per Claim 27: 

Connelly discloses a method wherein the business reply mail piece is 
associated with an originating entity and the at least one controller sends the 
information to the originating entity, (fig 6, element 600,606, 608; correlate 
data with post processing data, initiate out put activities). 

As Per Claims 28 and 29: 

Connelly discloses a method wherein the at least one controller sends 
the information to the originating entity in electronic form, [Col. 5, lines 57, 
dispatch the materials to the responder]. 

As Per Claim 30: 

Connelly discloses a method located at a mail processing facility, 
[col. 3, line 38; central location). 

As Per Claim 31: 

Connelly discloses a method wherein the information includes an 
address of an initial recipient of the business reply mail piece, [(col. 4, lines 
48-51; the recipient ID code may be used for a unique identifier that 
distinguishes each recipient). 
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Claim Rejections - 35 USC §103 

The following is a quotation of 35 U.S.C. 103(a) which forms the 
basis for all obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed 
or described as set forth in section 102 of this title, if the differences between the 
subject matter sought to be patented and the prior art are such that the subject 
matter as a whole would have been obvious at the time the invention was made 
to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was 
made. 

7. Claims 11-16 and 17-20 are rejected under 35 U.S.C. 
103(a) as being unpatentable over Ronald Sansone et al. (US Patent 
6,108,643), hereinafter referenced as Sansone in further view of 
Connelly et al (6,459,953). 



As Per Claim 11: 

Sansone discloses a method at least one computer readable medium 
encoded (fig.l, postal meter indicia) with instructions that, when executed on 
a computer system perform a method of processing business reply mail (fig 
6, permit mail metering system that utilizes encryption), the method 
comprising acts of (fig. 1, element 16, postal meter serial number): 

receiving a stream of mail pieces that includes at least one business 
reply mail piece and at least one non-business reply mail piece (fig. 3, pre- 
printed metered permit postal indicia and containing variable information 
specific to the piece of mail that the indicia has been affixed); 

automatically identifying the at least one business reply mail piece in 
the stream of mail pieces [fig. 2, (18) contains the class mail]; and 
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in response to the act of identifying the at least one business reply 
mail piece, automatically reading information on the at least one business 
reply mail piece, [fig. 2, (18, 19, 20), contains the class, name of country, 
post office that issued it). 

As Per Claim 12: 

Sansone discloses a method that the at least one computer readable 
medium of claim 11, wherein the act of automatically identifying the business 
reply mail piece further comprises an act of: 

distinguishing the at least one business reply mail piece from the at 
least one non-business reply mail piece, [fig. 2, (18, 22), contains the class of 
mail and permit number] . 

As Per Claim 13: 

Sansone discloses a computer readable medium but lacks wherein the 
act of automatically reading information on the at least one business reply 
mail piece further comprises acts of: 

capturing at least one image of the at least one business reply mail 
piece; and processing the at least one image to convert the information on 
the at least one business reply mail piece into electronic form. 

Connelly discloses a method wherein the act of automatically reading 
information on the at least one business reply mail piece further comprises 
acts of (col.l, lines 64-67, business reply mail processing system includes a 
scanner module): 
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capturing at least one image [fig. 4(166b), image], of the at least one 
business reply mail piece; (col.l, lines 64-67, scanner module) and 

processing the at least one image to convert the information on the at 
least one business reply mail piece into electronic form (col.l, lines 65-67, 
reply mail processing includes control module in operative communication 
with the scanner module). 

Therefore, it would have been obvious for one of ordinary skill in the 
art at the time of the invention was made to modify Sansone method and 
system in conjunction with Connelly's system and method to emulate an 
invention that deals with reading of information with a computer readable 
medium, which additionally verifies the products data and its origin. 

As Per Claim 14: 

Sansone discloses a computer readable medium but lacks wherein the 
act of automatically reading information on the at least one business reply 
mail piece further comprises an act of: reading a barcode on the at least one 
business reply mail piece. 

Connelly discloses a method wherein the act of automatically reading 
information (col. 2, lines 4-5, reading the job ID code) on the at least one 
business reply mail piece further comprises an act of: 

reading a barcode on the at least one business reply mail piece (col. 2, 
lines 1-2, includes a job's ID code). 

Therefore, it would have been obvious for one of ordinary skill in the 
art at the time of the invention was made to modify Sansone method and 
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system in conjunction with Connelly's system and method to emulate an 
invention that deals with reading of information with a computer readable 
medium, which additionally verifies the products data and its origin. 

As Per Claim 15: 

Sansone discloses a computer readable medium but lacks wherein 
wherein the at least one business reply mail piece is addressed to an 
intended recipient and the method further comprises an act of: discarding 
the at least one business reply mail piece without delivering the at least one 
business reply piece to the intended recipient. 

Connelly discloses a method wherein the at least one business reply 
mail piece (BRMP) is addressed to an intended recipient and the method 
further comprises an act of: 

discarding the at least one business reply mail piece without delivering 
the at least one business reply piece to the intended recipient (col. 2, lines 5- 
10, the data from the mail job database corresponds to the job ID code 
control the module using the processing data to read data from the business 
reply mail pieces). 

Therefore, it would have been obvious for one of ordinary skill in the 
art at the time of the invention was made to modify Sansone method and 
system in conjunction with Connelly's system and method to emulate an 
invention that deals with reading of information with a computer readable 
medium, which additionally verifies the products data and its origin. 
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As Per Claim 16: 

Sansone discloses a computer readable medium but lacks wherein 
further comprising an act of: storing the information in electronic form. 

Connelly discloses a method further comprising an act of: 
storing the information in electronic form, [fig. 5 (506), scan and image; 
fig. 5, stored record]. 

Therefore, it would have been obvious for one of ordinary skill in the 
art at the time of the invention was made to modify Sansone method and 
system in conjunction with Connelly's system and method to emulate an 
invention that deals with reading of information with a computer readable 
medium, which additionally verifies the products data and its origin. 

As Per Claim 17: 

Sansone discloses a method that the at least one computer readable 
medium of claim 11, wherein the business reply mail piece is associated with 
an originating entity and the method further comprises 
an act of: 

receiving the information at the originating entity, [Fig. 3, col. 3, lines 
6-11, permit postal indicia on a mail piece contains the name, postage to be 
paid, post office that issued it]. 
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As Per Claim 18: 

Sansone discloses a computer readable medium but lacks wherein the 
act of sending the information to the originating entity further comprises an 
act of sending the information to the originating entity in electronic form. 

Connelly discloses a method wherein the act of sending the 
information to the originating entity further comprises an act of sending 
(advanced) the information to the originating entity in electronic form, (Col. 
3, lines 42-44, mail pieces are advanced along the path of travel through 
modules of the processing systems). 

Therefore, it would have been obvious for one of ordinary skill in the 
art at the time of the invention was made to modify Sansone method and 
system in conjunction with Connelly's system and method to emulate an 
invention that deals with reading of information with a computer readable 
medium, which additionally verifies the products data and its origin. 

As Per Claim 19: 

Sansone discloses a computer readable medium but lacks wherein the 
acts of receiving, automatically identifying, and automatically reading are 
performed at a mail processing facility. 

Connelly discloses a method wherein the acts of receiving, 
automatically identifying, and automatically reading are performed at a mail 
processing facility, (col. 2, lines 1-5, includes a job's ID code, the scanning 
module used for reading the job ID code). 
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Therefore, it would have been obvious for one of ordinary skill in the 
art at the time of the invention was made to modify Sansone method and 
system in conjunction with Connelly's system and method to emulate an 
invention that deals with reading of information with a computer readable 
medium, which additionally verifies the products data and its origin. 

As Per Claim 20: 

Sansone discloses a computer readable medium but lacks wherein the 
information includes a return address of a sender of the at least one business 
reply mail piece and a request for additional materials, and wherein the 
method further comprises act of: identifying the request for additional 
materials; and in response to identifying the request, sending the additional 
materials from the mail processing facility to the sender. 

Connelly discloses a method wherein the information includes a return 
address of a sender of the at least one business reply mail piece and a 
request for additional materials, and wherein the method further comprises 
act of: 

identifying the request for additional materials; and in response to 
identifying the request, sending the additional materials from the mail 
processing facility to the sender, (col. 3, lines 45-51, both sides of the mail 
piece may be scanned and col. 3, lines 56-60, collecting mail that has to be 
process). 

Therefore, it would have been obvious for one of ordinary skill in the 
art at the time of the invention was made to modify Sansone method and 
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system in conjunction with Connelly's system and method to emulate an 
invention that deals with reading of information with a computer readable 
medium, which additionally verifies the products data and its origin. 



Conclusion 

Any concerns in regard to this communication, the examiner Jon Bass can be reached at 
(571) 272-6905 between the hours of 9-6pm Monday through Friday. The fax number for the 
establishment where the application is being process is (703) 872-9306. 

If an attempt to reach the examiner is unsuccessful for any reason, the examiner's 
immediate supervisor, John Weiss can be reached at (571) 272-6812. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished is 
available through Private PAIR only. For more information about the PAIR system, see http:// 
pair-direct.uspto.gov. Should you have questions on access to the Private PAIR system, contact 
the Electronic Business Center (EBC) at 866-271-9197 (toll free). 

Any response to this action should be mailed to: 
Commissioner of Patents and Trademarks 
C/O Technology Center 3600 
Washington, D.C. 20231 




